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This is a response to a petition under 37 CFR 1.182 filed on 
April 12, 2002 and supplements filed on July 1, 2002 and on July 
12 2002. The § 1.182 petition requests special treatment of 
disclosure statements fxled pursuant to 37 CFR 1.98. t 
Additionally, the petition requests waiver of the rules which 
waiver is treated as a request under 37 CFR 1.183 for relief 
from the current requirements for Information Discl9sure 
Statements under 37 CFR 1.98. The request fox special treatment 
and waiver are made in view of the need to file multiple 
applications relating to different aspects of a particular t 
invention. The § 1.182 petition also contains a request seeking 
permission to submit prior art submissions cm compact disc t and 
the establishment and searching of an Official classification (s) 
based on the prior art submission. The petition under 37 CFR 
1 183 is requesting relief from the § 1.98 provision which 
reauires filing paper copies of references m each of many^ 
reiated applications where the references are being cited py 
Petitioner . 

The petition under 37 CFR 1.182 requesting special treatment of 
disclosure statements, and the petition under 37 CFR 1.183 
reqarding the submission of a reduced number of paper copies of 
IDS references is GRANTED IN PART to the extent set forth below. 



The Decision is set forth in five parts: 
Part I . Background 

Part II. Petition Under 37 CFR 1.182 
Treatment 

Part III. Petition Under 37 CFR 1.183 
Part IV . Summary 

Part V. Further Correspondence 



Special 
Paper Copies 



Part I . Background 

The instant application filed under 35 U.S.C. Ill is one of about 
330 U.S. applications (either filed or to be filed) relating to 
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Hi f f erent aspects of an invention listed in the July 1, 2002 
siooleSent to the petition. An appendix prepared by Technology 
Center 2800 indicates approximately 300 of the applications have 
blen classified for examination in Technology Center 2800. The 
balance of about 3 0 applications are in five other . Technology 
Cent2rS. The July 12, 2002 supplement to the petition indicates 
that an Information Disclosure Citation List has xn excess of 400 
reference citations . 

Petitioner's submission of an Information Disclosure Statement is 
ttken as an attempt to comply with 37. CFR 1 .56 (b) (1) that 
reauires disclosure to the Office of information that, 
"establishes, by itself or in combination with .other information, 
a prima facie case of unpatentability . of a . claim. ... "Such 
disclosure can be made by an Information Disclosure Statement 
(IDS) in the manner prescribed by 37 CFR 1.97 and 1.98. 

Part II. Petition Under 37 CFR 1.182 - Special Treatment 




As is the case with all search Digests, their . creation and 
uLfSlness is continually evaluated. The Office will create and 
Slice appropriate references in Digests as they are discovered. 
The Office will not commit to placement .of each IDS citation 
made in all of the bulk filing applications, in . any . Digest (s) as 
the particular relevancy of the citations at this time is 
uncertain because petitioner has supplied no explanation of any 
of the citations. The Office will not require that any digest (s) 
created be searched for each of the. bulk filing applications as 
tne appropriate search for any particular application is within 
thS determination and discretion of individual examiner based on 
the claim(s) of that application. 

The cetition also mentions the submission of additional copies of 
the references on compact disc for the examiner's convenience 
whichTappear to be courtesy copies. Courtesy . copies will not be 
made part of the Official record of any application and. cannot be 
?elie§ upon for meeting any requirement for the submission of an 
information disclosure statement. There is insuf f icient 
information in the petition concerning the data formats and 
software requirements to accord the compact discs any other 
statSS Further, as discussed below, the Office has a procedure 
for electronically submitting citations without . paper copies for 
IS information Disclosure Statement. Hence it is not clear why 
relief is required under § 1.182. In view of the relief granted 
below, and that no specific action is. requested concerning the 
compact disc submission, no further discussion of the compact 
discs is required in this decision. 

Petition under § 1.182 is Dismissed. 
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Part III. Petition Under 37 CFR 1.183 - Paper Copies 



37 CFR 1-98 requires that any information disclosure statement 
provide a copy of all patents, publications or other information 
submitted under 37 CFR 1.97 for consideration by the Office. 37 
CFR 1.97 notes that information disclosure statements are 
considered in regard to the application in which they are filed. 
See also MPEP 609, pages 600-118 and 600-119. 

Paper copies: Petitioner notes that the instant application is 
one of about 33 0 bulk filing applications that will be or have 
been filed in regard to a particular technology. Accordingly, 
Petitioner requests that individual paper copies of each citation 
brought to the attention of the Office in regard to the instant 
individual application, the "holding" application, not be 
required to be submitted in each related "bulk filing" 
application. Rather { it is requested that three complete sets of 
paper copies > be permitted to be filed as a substitute for filing 
in each application. 

Rather than be required to submit t via a paper copy, 400 
reference in each of 33 0 applications, Petitioner seeks to have: 

(1) Three complete sets of paper copies of each IDS citation 
submitted; 

(2) One application (the instant application) identified as 
a "holding" application which would contain one complete set of 

Eaper copies or references; the paper copies of U.S. patents to 
e submitted in only the "holding" application; 

(3) The other related pending U.S. applications, hereafter 
referred to as the "bulk filing" applications, be exempt from 
containing a paper set of the references,; the bulk filing 
applications will contain other information, e.g., a copy of the 
decision on petition permitting such procedure, a copy of the 
Form 1449 (or equivalent) . The petition does not indicate whether 
the paper references that are to be submitted as a numbered 
compendium, which numbering will correspond to the numbering in a 
PTO-1449 form. 

(4) The information supplied via the bulk filing IDS will be 
updated approximately monthly. 

Once past the initial IDS submission, the petition proposes the 
waiver to apply to updates . 

Suspension of action: In view of the use of the instant 
application as a holding application (to contain a complete set 
of paper copies of reference citations, which can be consulted by 
the examiner when examining any of the other bulk filing 
applications that have a Form 144 9 but not the paper copies of 
the references) , the petition does not address now upon allowance 
the instant holding application will be treated. Whether the 
application can remain as the holding application without a 
suspension of action is not addressed. An alternative not 
discussed in the petition is that an alternate application may be 
designated as the holding application. 
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Termination: Petitioner does not seek a^pecific right of 
termination. Termination by the Office is to be by.wntten notice 
to the attorney giving a 2 month period. Termination by 
Petitioner is to be by returning to compliance with 
37 CFR § 1.98. The Office will accept and specifically reserve 
the riqht to terminate the waiver grant in reqard to 
S 1 98(a) (2) without provision of reasons. Should a termination 
of the waiver be desired by the Office, the Office will provide 
written notice to the correspondence address of record. ( In such 
event a two month period will be given where paper f copies would 
have to be supplied in all applications where new citations are 
made. Termination by Applicant may be by returning to compliance 
with § 1.98(a) (2) without formal notice thereof % and no ( 
transition/continuing period after termination is required. 

Different Technology Centers: It appears from the petition that 
Petitioner intends to cite every reference cited m any of the 
330 applications in every other application. No references will 
be omitted because they are less relevant <?r cumulative of those 
already of record in a particular application. At least 30 of 
the applications are of such divergent technologies that they are 
in 5 technology centers outside Technology Center 2800. The b 
applications outside Technology Center 2800 will be examined in 
areas without convenient access to the paper copies in Technology 
Center 2800. The 5 other technology centers have requested more 
access to the paper copies than the relief granting this petition 
for all 330 applications will afford. It is not clear m from the 
petition why citing every reference in every application when 
thev are in such diverse technologies is necessary or required , by 
S 1 56. Relieving petitioner of the burden of filing paper copies 
in applications outside Technology Center 2800 will create an t 
additional burden on the examiners of those applications. J^" 
also possible for applicant to comply with 37 CFR 1.98 for U.S. 
Patents and Patent application publications by submitting 
re f erenC es via "e-IDS. 1 " Hence it appears that petitioner has not 
demonstrated why a waiver for those applications filed outside 
Technology Center 2800 is necessary. 

Decision: 37 CFR 1.183 provides relief for extraordinary 
situations, when justice requires suspension of any requirement 
of the regulations which is not a requirement of the statutes. 
The instant petition urges that not only would applicant n be 
spared the necessity of submitting duplicative paper copies of 
U S patents in over 3 00 applications, but also the Office would 
benefit from not having to handle and store the duplicative sets 
of copies. While there may be some negative effects from the 
Office's point of view in terms of making the copies available to 
different examiners handling the various applications , on 
balance, there is seen to be suff icient , benefit to justify waiver 
in this instance for the applications filed in Technology Center 
2800 With respect to those applications being examined outside 



*The instructions for submitting an e-IDS can be downloaded 

at : 

http : / /www . uspto . gov/ebc/ef s/downloads/documents/EFSePAVE_April23 
.pdf. 



Application No. 09/908,888 Page 5 



Technology Center 2800, on balance, the burden on petitioner is 
substantially less to provide an additional paper copy t for each 
application with significantly less benefit to the Office waiving 
the requirement. Further with respect to other 30 applications 
the need to submit these references has not been established nor 
has petitioner addressed alternative methods of compliance. 

Accordingly, the petition under 3 7 CFR 1.183 is granted to the 
extent indicated and under the terms and conditions as are set 
forth below. 

The § 1.98(a)(2) requirement for (the submission of) a copy of ( 
each IDS citation in a bulk filing application will be waived m 
the bulk filing applications examined in Technology Center 2800 
provided that the following 9 conditions are complied with: 

1) Three paper copies of each IDS citation are or have 
been submitted to the Office; 

2) Each (bulk filing) application for which waiver of 
§ 1.98(a)(2) is desired refers to the instant holding 
application, such as by a claim of priority under 35 U.S.C. 120, 
or as containing related technology; 

3) The information is or has also been cited in the 
holding application; 

Note: Applicant is not required to cite _ in each bulk 
filinq application every item of information that is cited in the 
instant holding application. Items should be cited in t each bulk 
filinq application on the basis of relevancy and materiality to 
the particular claims in the bulk filing application and what 
each piece of information teaches . 

A waiver is not granted (for the requirement to supply 
a paper copy of an IDS citation in another bulk filing 
application) where the citation is not, or has not been, made m 
the instant holding application. 

4) A copy of this Decision is filed in each bulk filing 
application for which waiver is requested; 

5) Explanatory information related to a particular 
citation, such as the concise explanation of a foreign language 
reference under § 1.98(a) (2), once submitted in the hcplding 
application must be supplied in each bulk filing application 
where the citation is made. 

6) The Office accepts and specifically reserves the right 
to terminate the waiver grant in regard to § 1.98(a)(2) without 
provision of reasons. In such event, a two month period will be 
given where paper copies would have to be supplied in all ( 
applications where new citations are made. Should a termination 
of the waiver be desired by the Office, the Office will provide 
written notice to the correspondence address of record. 
Termination by applicant may be by returning to compliance with § 
1.98(a)(2) without formal notice thereof and no t 
transition/continuing period after termination is required. 

7) The grant of the § 1.183 petition re § 1.98(a)(2) does 
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not indicate that the Office would favorably treat a petition to 
suspend action under § 1.103(a) should the instant holding 
application be allowed. Issuance of the instant application as a 

Satent is not seen to terminate its usefulness either: (1) as a 
olding application for references by examiners working on other 
related applications, or (2) as a vehicle for the storage of 
references to be cited even after the patent issues (35 U.S.C. 
301, 37 CFR 1.501, and MPEP 2202). Should the instant 
application become abandoned^ the issue of continued introduction 
of paper copies of new citations could be taken up at that time. 
The Office, however, may consider suspending or taking other 
appropriate action in the instant holding applicaticpn in the 
event the holding application is allowed, if it is in the best 
interest of the Office to do so. 

8) There will be no waiver of any aspects of 37 CFR 1.98 
in any application after allowance or final rejection of that 
application . 

9) The copies will be submitted as a compendium with the 
reference numbering in the Form 1449 corresponding to the 
presentation of the references in the compendium. 



Part IV. Summary 



The petition under 37 CFR 1.182 requesting special treatment by 
creation of special digests and accepting compact disc 
submissions is dismissed because there is no showing that the 
relief granted below under 37 CFR 1.183 is not sufficient for 
compliance with 37 CFR 1.56* 

The petition under 37 CFR 1.183 agreeing to supply three copies 
of each IDS citation in a holding application and requesting 
waiver of the paper copy requirement for submission m every 
related application under § 1.98(a) (2) is granted for those 
applications examined in Technology Center 2800, however, the 
followina is not agreed to: 

- ~ the waiver of supplying a paper copy of each reference 

in applications examined outside Technology Center 
2800 . 

the creation of Official search classifications and the 
mandatory search thereof . 

- The establishment of an Official search classification 
containing all of the references cited in the IDS and 
that the examiners be required to search that 
classification . 

Part V. Further Correspondence 

Any correspondence with respect to this matter should be 
addressed as follows: 

By mail: Assistant Commissioner for Patents 

Box DAC 

Washington, D.C- 20231 
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09929261 


2815 


212944 US-8737-8737-99 


09930145 


2815 


29290605-8737-8737-99 


09930175 


2815 


21 2948US-8737-8737-99 


09930176 


2815 


21 301 2US-8737-8737-99 


09930260 


2815 


21 2953US-8737-873799 


09930261 


2815 


212959 US-8737-8737-99 


09930276 


2815 


21 31 30U S-8737-8737-99 


09934836 


2815 


215512US-8737-8737-99-CIP 


D9983854 


2815 


215878US-8737-.8737-99-DIV ( 


D9986034 


2815 


21 9625US-8737-8737-99-DIV 


10076450 


2815 


2 1 1 573US-8737 -8737-99 ( 


D9909938 


2816 


2 1 1 637US-87378737-99 ( 


I>99 10799 


2817 




10161743 


2818 


205955US-8737-8737-99 ( 


)9609071 


2818 


20591 3U8~8737-8737»99 C 


)9656337 


2818 


205957US-8737 -8737-99 |097 12875 


2818 
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205908US$737-8737-99 


09740268 


2818 


206 1 60US-8737-8737-99 


09753808 


2818 


205909US-.8737-8737-99 


09822499 


2818 


205969US J 8737-8737-99 


09822499 


2818 


205971 US-8737-8737-99 


09824259 


2818 


205970US-8737-8737-99 


09824388 


2818 


209278US-8737-8737-99 


09849159 


2818 


209280US-8737-8737-99-CIP 


09859700 


2818 


209341 US-8737-8737-99 


09870589 


2818 


209164US-8737-8737-99 


09870828 


2818 


209 1 66US-8737 -8737-99 


09870829 


2818 


2101 32US-8737-8737-99 


09884149 


2818 


2101 48US-8737 -8737-99 


09885409 


2818 


21 1314US-8737-8737-99 


09905868 


2818 


21 1422US-8737-8737-99 


09906769 


2818 


21 1472US-8737-8737-99 


09908898 


2818 


21 1670U&8737 -8737-99 


09910018 


2818 


2 1 1 686US-87 37 -8737-99 


09910020 


2818 


21 1640US-8737-8737-99 


09910798 


2818 


2 11 95805-8737-8737-99 


09911429 


2818 


2 1 1 584US-8737-8737-99 


09911448 


2818 


2 1 1 578US-8737-8737-.99 


09911628 


2818 


2 1 1 425US-8737 -873799 


09911629 


2818 


215562 US-8737-8737-99 


09983869 


2818 


21 7459US-8737-8737-99 


10020900 


2818 


218843US 8737-8737-99 


10059409 


2818 


215820US 8737-8737-99 


09986534 


2821 


208826US-8737 -8737-99 


09861637 


2822 


209078US-8737 -8737-99 


09865447 


2822 


209077US-8737-8737-99 


09866637 


2822 


210792US-8737-8737-99 


09899997 


2822 


211469 US-8737-8737-99 


09907707 


2822 


2 1 1 534US-8737-8737-99 


09908707 


2822 


2 1 1 684US-8737 -8737-99 


09908887 


2822 


2 1 1 673US-8737-8737-99 


09908897 


2822 


2 1 1 674US-87 37-8737-99 


09909937 


2822 


211956 US-8737-8737-99 


09911447 


2822 


211850US.8737-8737-99 


09911507 


2822 


212021 US-8737-873798 


09911517 


2822 


2 1 202505-87378737-99 


09911627 


2822 


212131 US-8737-8787-99 


09919967 


2822 


2 1 290705-8737-8737-99 


09930170 


2822 




10136324 


2823 


205959US-87378737-99 


09689583 


2823 


2101 50US-8737-8737-99 


09884983 


2823 


2 1 0244US-8737 -8737-99 


39900883 


2823 


2 1 02 1 6US-8737-8737-99 < 


39903743 


2823 


21141 3US-87 37 -8737-99 ( 


D9905863 


2823 


21131 5US-8737-8737-99 < 


39905933 


2823 


2 1 1 474US-8737 -8737-99 C 


59907703 


2823 


2 1 1 555US-8737 -8737-99 ( 


)9908883 


2823 


211671 US-8737-8737-99 C 


)9910023 


2823 


2 1 1 676US-8737-8737-99 C 


)99 10034 


2823 


21161 8US-8737-8737-99 C 


)99 10753 


2823 


29 2955U S-8737-8737-99 C 


>9930444 


2823 


215873US-8737-8737-99-D IV C 


9986024 


2823 


21 6598US-8737-8737-99-DN 0 


9993514 


2823 


205889US-8737737-99 0 


9733688 


2824 


2059 1 4US-8737-8737-99 0 


9795784 


2824 
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2 1 0259US-8737-873799 


09897128 


2824 


210784US-8737-8737-99 


09905098 


2824 


21 1577US-8737-9737-99 


09909905 


2o24 


21301 OUS-8737-8737-99 


09930308 


2824 




10125410 


2825 


2059l2US-8737$737 99 


09624690 


2825 


205893US-8737-873799 


09625100 


2825 


2 1 0788US-8737-8737-99 


09901 110 


2825 


21 1317US-8737-8737-99 


09906730 


2825 


21 1688US-8737-8737-99 


09908891- 


2825 


21 1579US-8737-8737-99 


09909940 


2825 


21 1917US-8737-8737-99 


0991 1460 


2825 


205973US-8737-8737-99 


09584601 


2826 


205938US-8737-8737-99 


09624296 


2826 


205934US-8737-8737.89 


09624754 


2826 


205884US-8737-8737-99-CIP 


09758723 


2826 


205968US-8737 -8737-99 


09824273 


2826 


206669US-8737-873799 


09838273 


2826 


209491 US-8737-8737-99-CIP 


09840213 


2826 


209284U S,B737-8737-99 


09842734 


2826 


209281 US-8737-8737-99 


09853744 


2826 


209336US-8737-8737-99 


09870834 


2826 


209505US-8737-8737-99 


09874984 


2826 


2 1 0826US-8737-873799 


09904894 


2826 


2 1 0786US-8737-87379 


09905902 


2826 


2 1 1 326US-8737-8737-99 


09905903 


2826 


21 1328US-8737-8737-99 


09905930 


2826 


21 1325US-87 37 -8737-99 


09905934 


2826 


211431 US-8737-8737-99 


09906784 


2826 


21 1468US-8737 -8737-99 


09907704 


2826 


211672 US-8737-8737-99 


09910024 


2826 


2 1 1 582US-8737-8737-99 


09910044 


2826 


2 1 202005-8737-8737-99 


09911444 


2826 


21 l724us-6737-8737-99 


09911464 


2826 


21 1803US-8737-8737-99 


09911473 


2826 


21 1690US-8737 -8737-99 


0991 1484 


2826 


21 1890US-87 37-8737 -99 


09911494 


2826 


21 1722US-8737-8737-99 


0991 1543 


2826 


212421 U&87 37-8737-99 


09921894 


2826 


292946U S-8737-8737-99 


09929024 


2826 


21 3009 US-8737-8737-99 


09930254 


2826 


2 1 290905-8737-8737-99 


09930270 


2826 




9985757 


2828 


209282U5-8737-873799 


09852109 


2828 


* 210787US-8737-8737-99 


09901905 


2828 


2 1 0785US-8737-8737-99 


09903740 


2828 


2 1 0257US-8737 -8737-99 


39910035 


2828 


21217305-8737-8737-99 < 


39921900 


2828 


213011 US-8737-8737-99 < 


39930243 


2828 




10166196 


2829 


206 1 66US-8737-8737-99 ( 


)9425945 


2829 


209696US-8737-8737-99 ( 


)9882064 


2829 


2 1 1 324US-8737-8737-99 C 


)9904895 


2829 


211332 US-87378737-99 C 


)9905116 


2829 


21 1893US-8737-8737-99 C 


)991 1445 


2829 


21 1723US-8737-8737-99 C 


)991 1446 


2829 


21181 OUS-8737-8737-99 C 


(9911495 


2829 


21 5295US-8737-8737-99 C 


9983326 


2829 1 
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2059 1 5US-8737-9737-99 


09624803 


2834 


21 1916US-8737 -8737-99 


09911487 


2839 


217731 US-8737-8737-99 


10026812 


2841 




10151950 


2851 


217354US-8737-8737-99 


10020898 


2861 


205972US-8737-873799 


09624698 


2872 


205939US-8737 837-99 


09669602 


2873 


205950U"737-8737-99 


09607236 


2874 


205951 US-8737-8737-99 


09607744 


2874 


205947US-8737-8737-99 


09608807 


2874 


209409U$-8737-8737-99 


09870836 


2874 


209 1 62US-8737r8737-99 


09870837 


2874 


2 17678US-8737-8737-99 


09908885 


2874 


2 1 0824US-8737-8737-99 


09909906 


2874 


211854US-8737-8737-99 - 


0991 1457 


2874 


21 1808US-8737-8737-99 


09911466 


2874 


21 1807US-8737-8737-89 


09911469 


2874 


211911 US-8737-8737-99 


09911472 


2874 


2 1 1 95705-8737-8737-99 


09911492 


2874 


2 1 209905-8737-8737-99 


09918802 


2874 


2 1 209805-8737-8737-99 


09919927 


2874 


21 2950US-8737-8737-99 


09929019 


2874 


21 5539US-8737-8737-99-CONT 


09983866 


2874 


205949 US-8737-8737-99 


09607237 


2876 


205944US-8737-8737 99 


09609262 


2877 


209403US-8737 -8737-99 


09870831 


2877 


209338US-8737-8737-99 


09870832 


2877 


209695US-8737-8737-99 ( 


09882067 


2878 


209402US\8737-8737-99 ( 


39870835 


2881 


2 1 0794US-8737-8737-99 ( 


39899996 


2881 


2 1 1 427US-8737-87 37-99 ( 


39906782 


2881 


2 1 242505-8737-8737-99 C 


)9921895 


2881 


212426US-8737.-8737-99 C 


)9921896 


2881 


2 1 2590US-8737-8737-99 C 


)9927393 


2881 


209342US-87378737-99 C 


>9870833 


2882 




905115 


3662 


9 


911420 


3663 


0 


9607722 


3736 



Page 6 of 6 



Application No. 09/908,888 



Page 7 



By FAX: (703) 872-9005 

By hand: Crystal Plaza Four, Suite 3C23 

22 01 South Clark Place 
Arlington, VA 22202 
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